The opinion in support of the decision being
entered today is not binding precedent of the Board.
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UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte DAVID A BARKER, THOVAS C. FORSCHNER
and RANDALL L. SHEARER

Appeal 1997-2360
Appl i cation 08/ 234, 495!

Bef or e: McKELVEY, Senior Adnministrative Patent Judge, and
SCHAFER and LEE, Adninistrative Patent Judges.

McKELVEY, Seni or Adm nistrative Patent Judge.

MEMORANDUM OPI NI ON and ORDER
Deci si on on appeal under 35 U S.C. § 134

Upon consi deration of the appeal brief and the exam ner's
answer, it is
ORDERED that the examner's rejection of clains 21-

29 as being unpatentable under 35 U S.C. 8§ 103 over (1)

Application for patent filed 28 April 1994. According to applicants, the
application on appeal is a continuation of application 08/ 154,830, filed 19 Novenber
1993, which in turnis said to be a division of application 07/999, 446, filed 31
Decenber 1992. The real party in interest is believed to be Shell O Conpany.
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applicants' adm ssions (apparently based on applicants having
presented Jepson? clains at one tine during the prosecution),
(2) Simonds, (3) Thonpson and (4) applicants' own disclosure
(presumably

page 1, line 10 through page 2, line 2 of the specification),
possibly further in view of (5) Begley,® is reversed.

FURTHER ORDERED t hat the exam ner's rejection of
clains 21-29 as being unpatentable under 35 U . S.C. §8 103 over
(1) Friswell, (2) Sinmmonds, (3) Thonpson and (4) applicants
own di sclosure (presumably page 1, line 10 through page 2,
line 2 of the specification), possibly further in view of (5)

Begl ey, is reversed.

-

1. The exam ner has clearly erred in finding that Si monds

descri bes the use of perfluorocycl oal kanes.

See Ex parte Jepson, 1917 Dec. Commir Pat. 62 (Comir Pat. 1917) (origina
opi ni on di scussing Jepson format for clains).

Begl ey does not appear to be included in the statenents of rejection. \Were a
reference is relied on to support a rejection, whether or not in a "mnor capacity,"”
there woul d appear to be no excuse for not positively including the reference in the
statenent of rejection. See In re Hoch, 428 F.2d 1341, 1342 n.3, 166 USPQ 406, 407 n.3
(CCPA 1970).
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A cycl oal kane is a hydrocarbon having the enpiri cal
formula CH,. See, e.qg., A D ctionary of Chem stry, Oxford
University Press, page 144 (1996): "cycloal kanes Cyclic
satur ated hydrocarbons containing a ring of carbon atons
j oi ned by single bonds. They have the general formula CH,,
for exanpl e cycl ohexane, GCH,, etc."

The conpounds descri bed by Si mMmonds do not have an
enpirical formula which fits into the CH,, nodel. For
exanpl e, adamantane (col. 4, line 4) has the enpirical fornula
CoHys pinane (col. 4, line 11) has the enpirical formula C Hg;
canphane (col. 4, line 11) also has the enpirical formula
C,Hs and bicyclo[3.3.1] nonane (col. 4, line 1) has the
enpirical forrmula CGH, See the attached printouts from CD
ROM versions of the Merck Index (version 12.1a) (page 6,

infra) and the Handbook of Chemi stry and Physics (CRC Press,

Properties of Organic Conpounds (1996)) (pages 7-9, infra).
The exam ner has not denonstrated that any conpound

listed in col. 4, lines 1-30 is a perfluorocycl oal kane.

Accordingly, applicants are correct stating that Simobnds does
not describe a perfluorocycl oal kane within the scope of clains

21-29.
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2. Applicants argue that there is no suggestion,
reason, notivation or teaching in the prior art, as a whol e,
to conbi ne the teachings of the prior art to arrive at
applicants' process for determ ning the possible adulteration
of hydrocarbon products as set out in clains 21-29.
It is true that applicants place considerable reliance on
t he argunent that Si mmonds does not teach the use of nmultiple

conmpounds "in differing anobunts,” an argunment which seem ngly
applies only to claim27. Neverthel ess, applicants al so
present argunments which apply with equal force to all cl ains.

The principal difficulty wwth the examner's rejections
is that they are based on inperm ssible hindsight.

Friswell is clearly within applicants' field of endeavor,
but uses dyes in anobunts considerably |arger than the anount
of tracer called for by applicants' clains.

We doubt whet her Thonpson invol ves applicants' field of

endeavor, or deals with the problemapplicants' sought to

solve. Conpare In re Wod, 599 F.2d 1032, 1036, 202 USPQ 171

174 (CCPA 1979) (discussion of analogous art and two-fold
test). In any event, Thonpson's solution to | eak detection
does not provide a necessary suggestion for its being conbined

- 4 -
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with Simmonds or Friswell in connection with tracing of
hydr ocar bons.

Si mmonds admittedly deals with tracers. But, its tracers
do not fall within the scope of the clains on appeal.

Begl ey while showi ng the interchangeability of
per fl uorocycl oal kanes (e.g., perfluoronethylcycl ohexane) and
per fl uorobicyclic conpounds (e.g., perfluoroadamantane), does
so in the context of a study for the detection of a range of
perfl uorocarbon tracers suitable for |ong-range atnospheric
st udi es.

Applicants concede that a process simlar to their
process is known, but that process uses chl orohydrocarbons and
chl orof | uorocar bons, both of which are known to have adverse
effects on the ozone | ayer (specification, page 1, |lines 10-
20). For that reason, it is true that one m ght be notivated
to use perfluoro conpounds which are known to overcone the
ozone problem The difficulty is that applicants' perfluoro
conpounds are used in anounts considerably smaller than the
adm tted prior art described in the specification.

In the end, what surfaces in this case is that one

skilled in the art needs the road nmap of applicants
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specification to conbine the teachings of the references to

arrive at applicant's clained process. A proper 8§ 103

anal ysis does not permt the exam ner to use the specification

as a road map. In re Mlaughlin, 443 F.2d 1392, 1395, 170

USPQ 209, 212 (CCPA 1971).

REVERSED.

FRED E. McKELVEY, Seni or
Adm ni strative Patent Judge

RI CHARD E. SCHAFER
Adm ni strative Patent Judge

JAMESON LEE
Adm ni strative Patent Judge
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cc (via First Class mail):

Leonard P. MIler, Esq.
SHELL O L COVPANY

Legal Intellectual Prop.

P. O Box 2463
Houston, TX 77252-2463
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